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REMARKS 

Reconsideration of the application is requested in view of the above amendments and the 
following remarks. Claims 1-17, 19, 20-23 and 25-43 have been amended. New claims 44-51 
have been added. The amended and new claims are supported by at least the figures and detailed 
description of those figures in the present application. Claim 51 includes the allowable subject 
matter of claim 14 re-written in independent fonn. No new matter has been added 

Obiections and § 1 12 Rejections 

The first paragraph of the specification and claim 43 have been amended to address the 
objections noted by the Examiner at page 3 of the Office Action, 

Claim 25 was rejected under 35 Ll.S,C. § 1 12, 2nd paragraph, as being mdefinite. Claim 
25 has been amended to address this rejection and is now definite. 

§102 Rejections 

Claim 38 was rejected under 35 U.S.C. § 102(b) as being anticipated by Hawkinson (US 
5,542,407). Applicants respectfully traverse this rejection. 

Hawkinson discloses with reference to Figure 3 a fireplace 110 that includes a 
combustion chamber 112 defined by an upper wall 1 14, a lower wall 1 1 6, a pair of sidewalls 118 
(only one of which can be seen) and a pair of glass panes 120. A second set of glass panes 122 
are spaced apart form the panes 120 to defibie air passageways 124. The air passageways 124 are 
in fluid communication with an air inlet vent 126. This configuration provides for inlet air to be 
drawn through the vent 126 and the passageways 124 to the bottom of the combustion chamber 
112 where it supplies combustion air to the burner assembly 1 26. 

Hawkinson fails to disclose a combustion air enclosure or positioning the combustion 
chamber enclosure inside a combustion air enclosure. Hawkinson further fails to disclose 
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securing a glass panel to the combustion chamber enclosure with the combustion air enclosure 
positioned there between, as required by claim 38. As shown in Figure 3 of Hawkinson, the 
glass panels 120, 122 are not secured to the combustion chamber enclosure (defined by panels 
1 14, U 6, 11 8) with a combustion air enclosure positioned between the glass panel and the 
combustion chamber enclosure 1 12, The rejection fails to properly identify a combustion air 
enclosure or the features of the combustion chamber 1 12 that meet the limitations of claim 38. 
Therefore, Hawkinson fails to disclose every limitation of claim 38. 

S 1Q3 Rejections 

Claims 1, 2, 5-7 and 1 7-22 were rejected under 35 U.S.C. § 102(b) as anticipated by, or 
in the altemative under 35 U.S.C. § 103(a) as being obvious over Cakebread (US 6,138,667). 
Applicants respectfully traverse this rejection. 

Cakebread discloses a typical direct vent fireplace construction that includes an outer 
casing 12, a firebox 22 and a coaxial exhaust and air intake system 48, 42. Room air is drawn 
into the plenum space defined between the outer casing 12 and firebox 22 through a grill 
assembly 38, Heated air fi'om that plenum space is exhausted back into the room via the grill 
assembly 36. An air intake duct 44 extends along a rear wall 24 of the firebox and is in fliud 
communication with the air intake duct 42 thereby providing combustion air into the firebox 22 
via a plurality of outlets 46. A glass door assembly 40 closes oif the iront of the firebox 22 and 
is coplanar with a firont panel of the fireplace. 

Cakebread fails to disclose "wherein the fix)nt panel of the combustion chamber is spaced 
rearward of and arranged substantially parallel with the fiont panel of the outer enclosure," as 
required by claim L As noted in Figure 3 of Cakebread, the glass doors 40, which serve as the 
ft-ont panel of the firebox 22 are coplanar with the firont surface/panel of the outer casing 12, 
Therefore, Cakebread fails to disclose every limitation of claim 1. 

Cakebread also fails to disclose "an access panel extending in a direction substantially 
perpendicular to the front panel of the combustion chamber enclosure between the fi-ont panel of 
the combustion chamber enclosure and the firont panel of the outer enclosure," as required by 
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claim 1 . As noted above, Cakebread fails to disclose or suggest the front panel of the 
combustion chamber enclosure is spaced rearward of the fix>nt panel of the outer enclosure. 
Therefore, it is not possible for an access panel, if such a panel were disclosed by Cakebread, to 
extend in a direction substantially perpendicular to the doors 40 between the front panels. The 
rejection points to the lower grill 38 as being an inherently removable member for accessing 
controls bencatli the bottom panel 34 of the firebox 22. However, the grill 38 is not between the 
glass doors 40 and a front panel of die outer casing 12. Further, the grill 38 does not extend in a 
direction substantially perpendicular to the doors 40. Therefore, Cakebread fails to disclose 
every limitation of claim 1 for this additional reason. 

Concerning claim 17, Cakebread discloses a plurality of controls 60, 62, 64, 66, 67, 68 
positioned on a bottom side of a mounting plate 34 and bottom plate 32 of the firebox 22. 
Cakebread fails to disclose or suggest that these controls could be positjoned 'Tpetween the outer 
enclosure and one of the side panels of the combustion chamber enclosure," as required by claun 
17, 

Positioning of the controls of the heating appliance between the outer enclosure and a 
side panel of the combustion chamber enclosure provides certain advantages as described, for 
example, at page 6, lines 6-1 8 of the present specification. One such advantage is that the space 
between the bottom panel of the combustion chamber enclosure and the bottom panel of the 
outer enclosure can be substantially eliminated so as to create a flush mounting between the 
bottom panel of the combustion chamber enclosure and a top surface of the heatth formed 
directly in front of the lieating appliance. Another advantage is that in many instances it is less 
cumbersome to access controls that are positioned along a side of the combustion chamber 
enclosure versus having to access those controls from underneath the combustion chamber 
enclosure. Cakebread fails to disclose or suggest every limitation of claim 17 and the claims that 
depend from it, nor the advantages associated with the configuration of those claims. 

Claims 3, 4^ 28-34 and 37 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Cakebread in view of Hawkinson. Applicants respectfully traverse this rejection. 

As noted above, Cakebread ^Is to disclose or suggest every limitation of claims 1 and 
17. Hawkinson fails to remedy the deficiencies of Cakebread as it relates to claims 1 and 17. 
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Therefore, claims 3, 4 and 28 are allowable for at least the reason they are dependent upon an 
allowable base claim. Applicants do not concede the correctness of this rejection as it relates to 
claims 3, 4 and 28. 

Further to the above, neither Cakebread nor Hawkinson discloses a combustion air 
enclosure that extends around substantially all of the side panel of the combustion chamber 
enclosure. As discussed above, Cakebread discloses a panel 44 that extends along a rear panel 
24 of the firebox 22. Hawkinson discloses air chambers 124 that extend along the viewable 
firont/rear surfaces of the fireplace 110. However, neither of these references disclose an air 
enclosure along a side panel of the combustion chamber enclosure. Therefore, claun 4 is 
allowable for this additional reason. 

Concerning claim 29, Cakebread discloses a panel 44 that extends along a rear panel 24 
of the firebox 22. The position of panel 24 is common for many direct vent fireplaces because it 
provides an air path that extends directly firom the intake vent 42 to apertures 46 fomied in the 
rear paneL There is no suggestion by Cakebread of providing a different air flow pafli from the 
air intake vent 42 to the apertures 46, or of providing the apertures 46 at any location besides at 
the rear panel 24. 

Hawkinson discloses an air wash system in Figure 3 that provides cooling of the outer 
exposed viewing panels 122 by passing fresh air in the plenum space 124 between the two 
viewable panels 120, 122 on opposing sides of the fireplace 1 10, Such an air wash system for 
the purpose of cooling exposed outer panels is not necessary nor is it disclosed or suggested by 
Hawkinson for the side panels 1 18 of the combustion chamber or side panels of the outer 
enclosure of the fireplace 110. 

Claim 29 requires a combustion air enclosure configuration that provides advantages 
neither disclosed nor suggested by the cited references. The combustion air enclosure of claim 
29 at least partially extends around an outer surface of the rear and first and second side panels of 
the combustion chamber enclosure. A resultant advantage of tfiis configuration is that '*a hole 
formed through any of the rear and first and second side panels of the combustion chamber 
enclosure provide an inlet for combustion air to enter the combustion chamber from the 
combustion air chamber." Thus, combustion air inlets can be provided at any desired location on 
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the rear and side panels that correspond to the position of the combustion air enclosure extending 
around those panels. As noted above, Cakebread discloses forming apertures 46 on a single, rear 
panel of the firebox 22, Hawldnson does not disclose combustion air apertures fbimed in the 
side panels 118, or either of the glass panels 120, 124. Without some disclosure or suggestion of 
positioning the combustion air enclosure at least partially extending around an outer surface of 
all of the rear and first and second side panels of the combustion chamber enclosure, or of 
forming a hole throng any of the rear and first and second side panels to provide a combustion 
air inlet, the rejection has failed to set fortfi a prima fade case of obviousness to the limitations 
of claim 29 and the claims that depend from it. Witiidrawal of the rejection is respectfully 
requested. 

Claims 35 and 36 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Cakebread in view of Hawkinson and fiirthcr in view of Lyons (US 6,170, 48 1), Applicants 
respectfully traverse this rejection. 

As discussed above, Cakebread and Hawkinson fail to disclose or suggest every 

limitation of claim 29. Lyons fails to remedy the deficiencies of Cakebread and Hawkinson a$ 

tliey relate to claim 29, Therefore claims 35 and 36 are allowable for at least the reason they are 

: dependent upon an allowable base claim. Applicants do not concede the correctness of this 

i rejection. 
! 

Claims 9, 1 1 , and 26 were rqected under 35 U.S.C, § 1 03(a) as being unpatentable over 
Cakebread. Applicants respectfiilly traverse this rejection. 

As noted above, Cakebread fails to disclose or suggest every limitation of claims 1 and 
17. Therefore, claims 9» 1 1 and 26 are allowable for at least the reason they are dependent upon 
an allowable base claim. Applicants do not concede Hie correctness of this rejection. 

Conceming claim 1 1, Applicants refer to the advantages of placing fireplace controls on a 
side of the combustion chamber described at page 6, lines 6-18 of the present specification. 
Apphcants submit that providing controls on the side of the combustion chamber enclosure can 
improve the accessibility of the controls because of the increased height of the controls relative 
to a user and the possibility of increased visibility of those controls. Another advantage may be 
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the option of flush moimtiug a bottom panel of the combustion chamber enclosure with a hearth 
structure formed in front of the heating appliance and the related reduced clearance necessary 
between the bottom panel of the combustion chamber enclosure and the bottom panel of the 
outer enclosure. Therefore, the limitations of claim 1 1 provide certain advantages and solve 
problems that are more than a design choice. Applicants submit that the art of record and one 
skilled in the art does not render obvious the limitations of claim 1 1 . 

Claim 10 was rejected under 35 U.S.C. § 1 03(a) as being unpatentable over Cakebread in 
viewof Hawkinson, Applicants respectfully traverse this rejection. As discussed above, 
Cakebread fails to disclose or suggest every limitation of claim 1 , Hawkinson fails to remedy 
the deficiencies of Cakebread as it relates to claim I , Tlierefore claim 10 is allowable for at least 
the reason it is dependent upon an allowable base claim. Apphcants do not concede the 
correcmess of this rejection. 

Claim 12 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Cakebread in 
view of Wittaker (US 4,726,351). Applicants respectfully traverse this rejection- As discussed 
above, Cakebread fails to disclose or suggest every limitation of claim 1, Wittaker fails to 
remedy the deficiencies of Cakebread as it relates to claim 1. Therefore, claim 12 is allowable 
for at least the reason it is dependent upon an allowable base claim. Applicants do not concede 
the correctness of this rejection. 

Claims 13, 23, and 27 were rejected under 35 U.S.C^ § 103(a) as being unpatentable over 
Cakebread in view of Buffington (US 2,003/0019490). Applicants respectfully traverse this 
rejection. As discussed above, Cakebread fails to disclose or suggest every limitation of claims 1 
and 17. Buffington fails to remedy the deficiencies of Cakebread as it relates to claims 1 and 17. 
Therefore, claims 13, 23 and 27 are allowable for at least the reason they are dependent upon an 
allowable base claim. 

Further, claims 13 and 23 require that each of the side and rear portions/panels include a 
planar portion, and that the intersection of the side and rear panels, portions are contoured. 
Cakebread feils to disclose or suggest contoured surfaces in the firebox 22. Buffington discloses 
an arced sur&ce that is a continuously contoured surface diat does not include planar portions on 
the side and rear panels/portions of the combustion chamber enclosure. Therefore, Cakebread 
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and Buffington fail to disclose or suggest every limitation of claims 1 3 and 23 for tliis additional 
reason. 

Claim 27 requires that the contoured surface include an overlapping brick arrangement 
that provides a shelf feature. Neither Cakebread nor Buffington discloses or suggests an 
overlapping brick arrangement within the contoured surface that provides a shelf feature. 
Therefore, claim 27 is also allowable for this additional reason. 

Claims 15, 24 and 25 were rejected under 35 US.C § 103(a) as being ui^aientable over 
Cakebread in view of Lyons. As discussed above, Cakebread fails to disclose or suggest eveiy 
limitation of claims 1 and 17. Lyons fails to remedy the deficiencies of Cakebread as it relates to 
claims 1 and 17. Therefore, claims 15, 24 and 25 are allowable for at the least the reason they 
arc dependent upon an allowable base claim. Applicants do not concede the correctness of this 
rejection. 

Claims 8, 16 and 39-43 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Cakebread in view of Peterson (US 4,913,13 1). ^plicants respectfolly traverse this 
rejection. 

Concerning claim 8, neither Cakebread nor Peterson discloses or suggests first and 
second side members of the access panel that are aligned substantially coplanar with side 
surfaces of the combustion chamber enclosure, or a bottom member of the access panel that is 
aligned substantially coplanar with a bottom surface of the combustion chamber enclosure. The 
grates 36, 38 disclosed by Cakebread and the surround members 43, 44, 45, 51, 46 and grates 47, 
48 of Peterson are all aligned substantially co-planar with a front surface or front panel of the 
fireplace. Therefore, Cakebread and Peterson fail to disclose or suggest every limitation of claim 
8. 

Concerning claim 16, neither Cakebread nor Peterson discloses or suggests a side panel 
of the combustion chamber enclosiire that includes an air passage aperture to promote air flow 
between the combustion chamber and the combustion air chamb^. Therefore, claim 16 is 
allowable over the cited references. 
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Concerning claim 39, Peterson discloses a plurality of surrooind members 43, 44, 45, 46, 
51 and louvers 47» 48 that cover portions of a fireplace front 30 having louvers 40, 42 formed 
therein. The fireplace also includes door sections 35, 36 having frame portions across the top 
and bottom ends of tfie doors. None of the surround pieces 43, 44, 45, 46, 51 or louvers 47, 48 
arc a "surround member adapted and configured to be positioned between the front panel of the 
outer enclosure and the glass panel to cover the glass frame from view." There is no teaching or 
suggestion by Peterson or Cakebread of a surround member that covers a frame of the glass 
panel that is secured to a fix>nt surface of the combustion chamber enclosure. Furthermore, the 
surround pieces 43, 44, 45, 46, 51 and louvers 47, 48 are not "positioned between the front panel 
of the outer enclosure and the glass panel.^* Therefore, Cakebread and Peterson fail to disclose or 
suggest every limitation of claim 39 and the claims that depend from il 

New Claims 

New claim 44 is directed to a direct vent fireplace that includes a combustion air 
enclosure positioned between the outer and enclosure and a side and a rear panel of the 
combustion chamber enclosure through which no viewing of the combustion chamber is 
provided. The combustion air enclosure of claim 44 together with a combustion chamber 
enclosure defines an air insulati ve space between the combustion chamber and the outer 
enclosure of the firqplace. None of the art of record discloses or suggests a combustion air 
enclosure positioned between both a side and a rear panel of the combustion chamber enclosure 
to define an air insulative space. The cited art of record also fails to disclose or suggest every 
limitation of dq>cndent claims 44-50 fliat depend from new claim 44. 

New claim 51 includes the limitations of allowable claim 14 rewritten in independent 
form. Applicants request consideration and allowance of new claims 44-51 . 
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In view of the above, Applicants request reconsideration of the application in the form of 
a Notice of Allowance. If a phone conference would be helpful in resolving any issues related to 
this matter, please contact Applicants' attorney listed below at 612-371-5387. 

Respectfully submitted, 

MERCHANT & GOULD P.C. 
P.O. Box 2903 

Mimief^lis, Minnesota 55402-0903 
(M2i332f5300 



Date: . 29:^7.cf h> 5^ 





Randall 
50,719 
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